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Abstract: In our intellectual property law system, a decade-old dispute over similar or 

identical trademarks owned by two different companies or individuals is still pending, as is 

a new controversy that has erupted in the minds of legal scholars and law researchers, and 

there are numerous applications for registration of similar or identical trademarks owned 

by two different proprietors. 
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1. INTRODUCTION 

If an infringed mark is identical to an 

existing trademark (or prior trademark 

application) with minor differences that a 

layperson would not notice, it is considered 

identical. A mark is similar, however, if it is 

so similar to another mark (or a prior 

trademark application) that it is likely to 

deceive or cause confusion. The most 

crucial thing to remember is that there is a 

chance of becoming confused. If such a 

possibility exists, the Trademark Tribunal 

will determine it. To determine whether two 

trademarks are similar or  

 

identical, a person must examine the 

similarities by sight, such as mark, 

appearance, color combination, label and 

packing material design and artwork, and so 

on, which are likely to be confused with the 

owners of these two trademarks, or he will 

believe that they belong to the same owner. 

After examining a list of goods and services 

associated with these two conflicting 

trademarks, it is possible to conclude that 

they are identical. 

2. TRADEMARK DEFINED IN 

THE EYES OF LAW 

It must be distinctive, not identical or 

similar to a trademark that has already been 

registered or is in the process of being 

registered, not be prohibited by law, and be 
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owned and used by the applicant. To put it 

another way, it can't be deceptively identical 

in order to deceive or mislead the general 

public. 

For ease of study, the relevant portions of 

major trademark law provisions are 

reproduced as follows: 

(i) Section 9 in The Trademarks Act, 1999: - 

Absolute grounds for refusal of registration1 

 
1(1) The Trade Marks – 
(a) which lack any distinguishing characteristics, i.e., 
are incapable of differentiating one person's goods or 
services from those of another; 
(b) consisting solely of signs or indications that may be 
used in commerce to represent the type, quality, 
amount, intended purpose, values, geographical origin, 
or time of production of goods or rendering of services, 
or other features of the goods or service; 
(c) which are solely made up of marks and indications 
that have become common place in today’s language 
or in legitimate and well-established trade practices, 
shall not be registered: A trademark should not be 
refused registration if it has developed a distinctive 
character as a result of its usage or is a well-known 
trademark before the date of application for 
registration. 
(2) A mark shall not be registered as a trademark if— 
(a) it is of such a kind as to deceive or confuse the 
public; 
(b) it contains or contains any matter that is likely to 
offend the religious sensibilities of any class or section 
of Indian nationals; 
(c) it comprises or contains scandalous or obscene 
matter; 
(d) its use is prohibited under the Emblems and Names 
(Prevention of Improper Use) Act, 1950 (12 of 1950). 
(3) A mark shall not be registered as a trademark if it 
consists exclusively of— 
(a) the shape of goods which results from the nature of 
the goods themselves; or 
(b) the shape of goods which is necessary to obtain a 
technical result; or 
(c) the shape which gives substantial value to the 
goods. Explanation. —The nature of the goods or 
services in connection to which the trademark is used 

(ii) Section 11 in The Trademarks Act, 1999: - 

Relative grounds for refusal of registration2 

(iii) Section 12 of the TM Act: 

In the case of truthful concomitant use, etc., 

registration is required. In such a situation 

of using a mark not with dishonest intention, 

the Registrar, if he thinks fit, may permit the 

registration of identical or similar 

trademarks by multiple proprietors, subject 

to such rules and limitations, if any, as the 

 
or proposed to be used shall not constitute a reason 
for refusal of registration for the purposes of this 
section. 
2(1) Save as provided in section 12, a trademark shall 
not be registered if, because of— 
(a) its identity with an earlier trademark and similarity 
of goods or services covered by the trademark; or 
(b) There is a probability of public confusion due to the 
trademark's likeness to an earlier trademark and the 
identity or similarity of the goods or services covered 
by the trademark, which includes the potential of 
association with the earlier trademark. 
(2) A trademark which— 
(a) is identical with or similar to an earlier trademark; 
and 
(b) is to be if or to the extent that the earlier trademark 
is a well-known trademark in India, it shall not be 
registered for products or services that are not 
identical to those for which the earlier trademark is 
registered in the name of a different proprietor and 
the use of the later mark without justification would 
take unfair advantage of or be damaging to the earlier 
trademark's distinctive character or repute. 
(3) A trademark shall not be registered if, or to the 
extent that, its use in India is liable to be prevented— 
(a) by any legislation, including the law of passing off, 
which protects an unregistered trademark used in the 
course of business; or 
(b) by virtue of law of copyright. 
(4) Nothing in this section prevents the Registrar from 
registering a trademark if the owner of an earlier 
trademark or other earlier right consents, in which case 
the Registrar may register the mark under special 
circumstances under section 12. 
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Registrar may submit an application in 

respect of the same or similar products. 

(i) Trademark infringement in India is 

defined under Section 29 of the 

Trademarks Act, 1999: -When an 

unauthorized person uses a trademark that is 

‘identical’ or ‘deceptively similar’ to a 

registered trademark, it is known as 

infringement. 

3. INDIAN CASE LAWS ON 

SIMILAR OR IDENTICAL 

TRADEMARKS 

a. Kores (India) Ltd. v. M/s Eshwarsa and 

Sons3 

This was the first Indian case law on the issue 

of honest and concomitant utilization of a 

mark, whether registered or not. In this case, it 

was observed by the court that, five conditions 

must be completed in order to use the defence 

of honest and concomitant use of a mark. 

b. Goenka Institute of Edu. & Research v. 

Anjali K Goenka4  

Following a review of the particulars of the 

case, the court observed that the use of the 

term “Goenka” was not dishonest and was 

also at the same time concomitant, hence, 

the court allowed both the parties to use the 

same mark. 

 
3(1984) Arb LR 213 (Bom). 
4 2009 (39) PTC 720 (Del.) 

c. Nandhini Deluxe Case5 

The controversy in this matter concerns the 

Petitioner’s use of the mark “NANDHINI” 

in 1989, while they were in the business of 

running restaurants. The argument arose 

when the Petitioner implemented the mark 

"NANDHINI" for its restaurants and applied 

for its registration for diverse groceries 

supplied there. The respondent made an 

objection for the use of such mark, claiming 

that such mark is akin to the mark used by 

them and will confuse the customers in the 

market. However, Supreme Court upheld 

the Deputy Registrar's order allowing the 

Appellant's application for registration. The 

Hon’ble court further ruled that, despite 

being in the same class, the two products 

could be clearly identified by consumers. 

d. National Sewing Thread Case6 

It was observed that the burden of proving 

the fact that the mark is not similar or alike 

as that of the claimant, is on the person 

moving application for registration of his 

mark. 

e. Polaroid Corpn. V. Polarad Elec. Corpn.7  

It was observed that if the consumer is 

unable to distinguish between the two marks 

and gets confused, then it can be concluded 

that the marks are similar and cannot be 

 
5 AIR 2018 SC 3516 
6 AIR 1953 SC 357 
7 287 F. 2d 492 (1967) 
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registered. 

f. Vishnudas Trading Case8 

It was observed by the Apex Court that any 

seller cannot cartel a mark, and hence, if the 

two goods not falling under the same 

category of products, and not thereby 

creating confusion in the minds of the 

consumers can validly be registered. 

g. M/S Lakme Ltd. Case9  

There were two products in the market, 

cosmetics under the mark “Lakme” and 

other cosmetics under the mark “LikeMe”. 

Hence, this resulted in the suit for 

encroachment of a trademark “Lakme”. It 

was observed by the High Court that such 

marks are not in any manner similar and that 

they are completely different as having 

different spelling of their mark names. 

 
8 1996 SCALE (5  267) 
9 1996 PTR 202 (Del) 

4. CONCLUSION 

Even though Section 12 of the Trademarks 

Act allows for the simultaneous use of similar 

or identical marks, the majority of cases have 

been negative. Due to the use of not being 

honest, almost all cases are resolved against 

concurrent use. However, based on the 

above-mentioned review of case law and 

regulations, the tribunal may allow the 

registration of identical or similar 

trademarks by several owners for the same 

or analogous products, as the Registrar 

deems appropriate. 

Furthermore, for honest concurrent use of 

trademarks, it is well-established that a 

similar trademark issued for different items 

does not constitute a legal violation. A 

trademark is inextricably linked to the 

goodwill of the owner of the brand, which 

they have built up through time. If anyone 

other than the actual owner is allowed to use 

the Trademark, it will infringe the rights of 

the owner of the mark and cause uncertainty 

in the mind of the consumers at large.  


